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-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 1 36{a) In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U S C § 133) 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment See 37 CFR 1 704(b). 

Status 

1 )E] Responsive to communication(s) filed on 16 November 2001 . 
2a)D This action is FINAL. 2b)EI This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1 935 CD. 11, 453 O.G. 21 3. 

Disposition of Claims 

4) H Claim(s) 1-21,39-62,67 and 69-90 is/are pending in the application. 

4a) Of the above claim(s) 1-21,39-62 and 67 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) [U Claim(s) 69-90 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) H Claim(s) 1-21,39-62,67 and 69-90 are subject to restriction and/or election requirement. 
Application Papers 

9) D The specification is objected to by the Examiner. 

10)H The drawing(s) filed on 28 February 2002 is/are: a)IE accepted or b)D objected to by the Examiner. 
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
— ThP nrnnn^pd rirawinn rnrrRntion filRd on is: a)l~~l approved b)D disapproved by the Examiner. 



if approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

aOAII b)D Some*c)D None of: 

1 D Certified copies of the priority documents have been received. 

2 d Certified copies of the priority documents have been received in Application No. 



^>ee trie attacnea oetaneu unice aUiun \>- ■. i.^; u' :::t.- ; • e\. - • . 

14)0^ Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application;. 

a) O The translation of the foreign language provisional application has been received. 

*5)^ Acknowledgment i s mado of a claim for domestic priority under 35 U S C §§ 120 and/or 121 
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DETAILED ACTION 

Response to Amendment A 

Applicants' arguments, filed November 16, 2001, have been fully considered by they are 
not deemed to be persuasive. Rejections and/or objections not reiterated from previous office 
actions are hereby withdrawn. The following rejections and/or objections are either reiterated or 
newly applied. They constitute the complete set presently being applied to the instant 
application. 

It is acknowledged that claims 22-38, 63-66, and 68 are canceled and claims 69-90 are 
new. Claims 1-21, 39-62, 67 and 69-90 are pending. Claims 1-21, 39-62 and 67 remain 
withdrawn. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 69-90 are rejected under 35 U.S.C. 112, first paragraph, as containing subject 

skilled in the relevant art that the invcntor(s). at the time the application w as filed, had 
possession of the claimed invention. Claim 75 is directed to the use of a subgraph isomorphism 
for an identification limitation. Claim 76 is directed to the use of a genetic algorithm for an 
identification limitation. The specification as originally filed does not teach or suggest the 
application of subgraph isomorphisms or genetic algorithms for the comparison of molecular 
' ' • ' r - 1] ~ ; ' t,:t ' ,; MMt-,t;^M t ^ r :V ited Vv,\< claims :m ] "Y, ;uv considered 

; ; u nec u un >[iuuuk u iaiii. i ,ii i v ; "";;<■;: ^ a ;! ; e ii; \ ; - , ■, a i av !ia! a m i * kv. ! 1 .<a t i n i i r i ■ m - : 
specification as originally filed does not teaeli or suggest the molecular feature set to be limited 

v< 'in ■ h;^ r;^kYi;!,r a r; ua ; ;'v-, aonnaiunw c imbinntions of nioleei ilar features 
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requested to point to basis in the specification by page and line number for the limitations in 
claims 75-78. 

Claims 69-90 have recast the previous claims by changing the term "pharmacophore" to 
"molecular feature set". The specification does not disclose the specific language of the two 
terms being equivalent. The interpretation of a molecular feature set is much broader than that of 
a pharmacophore. In addition a "molecular feature set" is not a well-known term in the art. The 
specification does not clearly disclose the metes and bounds of a pharmacophore or a molecular 
feature set as claimed in order to determine them equivalent. Applicant is requested to point to 
basis in the specification by page and line number that describes the terms being set to be 
equivalent. 

Claims 69-90 have recast the previous claims by changing the term "producing" to 
"identifying". The parameters of the two words are different in that identifying simply pinpoints 
or distinguishes the object of the matter, while producing is an active term that makes or 
generates a product; in this case specific to pharmaceutical needs. Applicant is requested to point 
to basis in the specification by page and line number that describes the terms being set to be 
equivalent. The extent of what the pharmacophore/molecular feature set is based upon in terms 
of the instant invention remains unclear. 

Till 1 ft '.ill' .. ' , inu . . . . t L. . . . t . ti . m n , f the -n-nr^l nnrmnnli of 7^ IT Q P 117- 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

As necessitated by amendment, claims 69-90, arc rejected under 35 U.S.C. 1 12, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

Claims 6 ( ). 72. S3. 84. and 90 arc vaiiuc and indefinite due to the lack of clarity in the use 

•i^a\ ilck'I'ttl I II 1 1 k....' I lie' \ Ul .K i;\ !i v 1 ' i.'PICMlit !. I i e ,i > > u M 1 [ H U M ! ^ \ ;;,e i W ( > ,^ t . , ,. . 

claims 70. "M. " 7 3-S2. and 8SS9. w hich are dependent from claims 09. 7 2. S3. S4. and 90. are 
also rendered va^ue and indefinite. 
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Claim 71 , 86, and 87 are vague and indefinite due to the acronym "SOM" used 
throughout these claims. The abbreviation lacks clarity in its exact meaning, and can be 
interpreted in many ways. 

Claims 72 and 73 are vague and indefinite due to the use of the term "in response to" in 
line 4 of both claims. It is unclear what exactly is being responded to. 

Claim Rejections - 35 USC § 1Q2 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the inv ention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

The rejection of claims 22-38, 63-66, and 68 under 35 U.S.C. 102(b) as being anticipated 
by Hibert et al. (J. Med. Chem., 1988) is hereby withdrawn and has not been applied to the new 
claims 69-90 in view 7 of applicant's arguments. 

Claims 69, 70, 72-74, 79-84 and 88-90 are rejected under 35 U.S.C. 102(a) as being 
anticipated by Chen et al {J. C hem. inf. L ompui. i wo). ■ 

Chen et al teaches a computerized method and system of identifying a set or group of 
molecules with particular features "to reflect a component of a pharmacophore model" (p. 1055, 
2 nd column, 2 paragraph) by the use of atom pair descriptors to describe each compound (p. 
1056, 1 column, 2 L paragraph) as recited in claim 69, 83, 84 and 90. The description of every 
molecule contains a "text explanation for each descriptor and a binary file containing a record for 

tree and lurthcr separation ami \ i Mian /at ion output teiaim >*m oi me rx^\ Mi tie i nun ,_u..; . - 
particular active nodes are done by the SYBL program package with DISCO pharmacophore 
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72) and the predetermined group percentage (claim 73) containing a particular feature is 
demonstrated by the reference in that each compound in the group contains the feature, just as 
100% of each group does. Due to the SAR program clustering per descriptor, the plurality of 
identification of a plurality of sets as recited in claim 79 is demonstrated by the reference. The 
maximum common substructure recited in claim 74 and 83, is only representative of that which 
is 'likely to be responsible" (specification, p. 14, line 13) for the compound's activity. Thus the 
identification of the active substructure/feature of a compound is encompassed by a maximum 
common substructure within the group it is placed. As a computerized method, the computer 
readable mediums (claims 81 and 88) and computers (claims 82 and 89) of the system are 
inherent to the method. Thus Chen et al anticipates the instant claims. 

Claims 69, 70, 72-74, 79-84 and 88-90 under 35 U.S.C. 102(b) as being anticipated by 
Brown et al. (I Med. Chem., 1988). 

Brown et al teaches computerized structure-based clustering methods that screen or 
compare molecules to a "fragment dictionary 1 ' (p. 573, l sl column, 3 rd paragraph) , structural key 
descriptors, such as "MACCs substructure search system" MACCs along with SSKeys 
characterizes each structure as a bit-string that indicates the presence or absence of each key (8 th 
paragraph) in addition to the number of key occurrences. This allows for the identification of a 

■ » 1. .ii.ll. ... ' ..li i '.kHintunr (rhumn 71 nnrT 9?) nnnn noting flip frjamnnt with t fr p crrpatPQt 

number of occurrences. Upon characterization of the structures, coefficients such as similarity 
and dissimilarity based on their physiochemical or biological property attributes (p. 572. columns 
1-2) are analyzed for their particular activity/attribute. Thus Brown et al anticipates the 
limitations of claims 69, 70, 74, 79-83. The predetermined group number (claim 72) and the 
predetermined group percentage (claim 73) containing a particular feature is demonstrated by the 

a > ! l\ ! l L\i mi ^ ul 1 i I i " -t , v.\ v. i i u ' ; ; > 1 i a 1 ^ '."-\ '. ; ) e ' e ! ^' IV ! ; v \. . ' ) : ;\i : V v ' ■ 1 ' ■ 1 1 1 ! ! } } } \ 1 . i nu i " 1": I n n i 

W ithin the molecular feature set or activity cluster identified, the activity is further examined to 

'Mclcrmrv Mv dc-."\v of -cpa-alin- (V^m one another" placed, for example, in an "active cluster 
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(claims 81 and 88) and computers (claims 82 and 89) of the system are inherent to the method. 
Thus Brown et al anticipates the instant claims. 

Information Disclosure Statement 

The websites listed on the information disclosure statement filed July 12, 1999, remain 
lined through and have not been considered. The print-out date is not when the information 
became available to the public. Sec 37 CFR 1 .98. 

The International Search Report of the information disclosure statement filed August 15, 
2001, is lined through and will not be printed. 

The websites listed on the information disclosure statement filed August 30, 2001, 
are lined through and have not been considered; the print-out date does not qualify as a 
publication date. The reference, Djoko et al (1995) is lined through because the reference is 
incomplete; all the figures are missing. Thus the information referred to therein has not been 
considered as to the merits. 

Conclusion 

No claim is allowed. 



Inquiries 

Papers related to this application may be submitted to Technical Center 1600 by facsimile 
transmission. Papers should be faxed to Technical Center 1600 via the PTO Fax Center located in Crystal 
Mall 1. The faxing of such papers must conform with the notices published in the Official Gazette, 1096 
OG 10 (November 15. 1 OSS). 1156 OG 61 (November 16. 1993). and 1 157 OG 94 (December 28. 1993) 



^'dlUMeOlo \|tMiik.M-> Vieii;!v;c m^i .i-.u^m,,, ; ,,. ■ ■■ ■ ..... 

normally he reached on Monda\ -l-rida> i i oni v A. Al . u> i ; jiicmp; - ;u : e^ ; . . ; .e ± \^\\ i \w<. 

telephone are unsuccessful, the examiner's supervisor. Michael P. Woodward, can be reached on 0)3} 
30N-402N. 
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Any inquiry of a general nature or relating to the status of this application or proceeding should 
be directed to Patent Analyst, Tina Plunkett whose telephone number is (703) 305-3524, or to the 
Technical Center receptionist whose telephone number is (703) 308-0196. 



May 31, 2002 



Monika B. Sheinber 
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